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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-13 and 15-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-13 and 15-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) [/3 The drawing(s) filed on 12 November 2003 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



1. This Office Action is responsive to Amendment B, filed November 12, 2003, and 
Request for RCE, filed December 15, 2003. Claims 1-13 and 15-21 are pending. 

2. Applicant's arguments have been considered but are moot in view of new ground(s) of 
rejection. 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



3. The specification is objected to under 35 U.S.C. 1 12, first paragraph, as failing to support 
the subject matter set forth in the claims. The specification, as originally filed does not provide 
support for the invention as now claimed. 

The test to be applied under the written description portion of 35 U.S.C. 1 12, first 
paragraph, is whether the disclosure of the application as originally filed reasonably conveys to 
the artisan that the inventor had possession at that time of later claimed subject matter. Vas-Cat, 
Inc. v. Mahurkar, 935 F. 2d 1555. 1565, 19 USPQ2d UK 1118 (Fed. Cir. 19911 reh'rg denied 
(Fed. Cir. July 8, 1991) and reh'rg. en banc, denied (Fed. Cir. July 29, 1991). 

The amended claims include the limitation " — each of said plurality of delay times is 
less than a period of said clock signal — " However, the specification does not comply with the 
written description requirement to support this claimed limitation. 



Specification 



Claim Rejections - 35 USC § 112 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 



The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-13 and 15-21 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

In particular the independent claims were previously amended to include the limitation 
"each of said plurality of delay times is less than a period of said clock signal". This constitutes 
new matter that is not described by the specification. The specification describes the delay times 
to the extent of providing "any appropriate delay in order to meet the criteria of a particular 
implementation" (page 7, lines 10-1 1) and "a fast or a slow delay time" (page 9, lines 16-17). 
The size of the delay time in comparison with the period of a clock signal does not appear to be 
explicitly specified anywhere. With regards to the figures, contrary to the Support for Claim 
Amendments section in Amendment B, Figure 5 merely shows a circuit diagram that does not 
disclose that "[e]ach of the delay times is less than a period of the signal CLK" - no timings are 
provided in this or any other figure. 

5. Claims 12 and 18-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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As per claim 12, the phrase "a clock signal" on line 14 renders the claim indefinite 
because it is unclear whether the limitation is the same as "said clock signal" on line 4. 

As per claims 18-20, each recites the limitation "said user configuration signal". There is 
insufficient antecedent basis for this limitation in the claims. 

As per claim 21, Applicant is advised that should claim 1 be found allowable, claim 21 
will be objected to under 37 CFR 1.75 as being a substantial duplicate thereof When two claims 
in an application are duplicates or else are so close in content that they both cover the same 
thing, despite a slight difference in wording, it is proper after allowing one claim to object to the 
other as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-3, 11-13 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Conn et al., U.S. Patent No. 6,150,863 (hereinafter "Conn"), in view of Dallas Semiconductor 
Datasheet, "DS1020 Programmable 8-Bit Silicon Delay Line", November 17, 1999 (hereinafter 
"Dallas"). 

As per claim 1, Conn teaches an apparatus comprising: 
a first circuit (Fig. 1, delay circuit 21 OA) configured to 
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(i) receive a data signal (via I/O pad 220A) having a first setup/hold window with 
respect to a clock signal (CLK) and 

(ii) present a delayed data signal (via line 260A) having a second setup/hold window 
with respect to said clock signal (Col. 5, lines 45-58), wherein 

(i) a difference between said first setup/hold window and said second 
setup/hold window is configured in response to one or more of a plurality of delay times 
(Fig. 2, delay elements 240-246), and 

(ii) said plurality of delay times provides a user configurable delay of said 
second setup/hold window relative to a transition of said clock signal (Col. 5, lines 65- 
67); and 

a second circuit configured to receive said delayed data signal and said clock signal (Fig. 1, flip- 
flop 51 OA). 

However, while Conn teaches a sample absolute value of the delay times and that the delay times 
may be modified (Col. 3, lines 45-60), Conn is silent regarding the size of the delay times in 
comparison with the period of a clock signal. Dallas teaches a programmable delay in which 
each of said plurality of delay times is less than a period of a clock signal (Table 2 on page 4, 
maximum delay for DS 1020- 15 is 48.25 ns; AC Electrical Characteristics on page 6, minimum 
clock width is 50 ns). At the time of the invention, it would have been obvious to apply the 
details of Dallas' programmable delay to Conn's apparatus. A motivation for doing so would 
have been to "to satisfy the requirements of a particular application" (Conn, Col. 3, lines 45-60). 

As per claim 2, Conn further teaches said second circuit is configured to present a data 
output (via Q pin) in response to said delayed data signal and said clock signal. 
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As per claim 3, Conn teaches that said second circuit functions as a register that is further 
^migured to store said delayed data signal in response to said clock signal (flip-flop functions 
as a register) 

As per claim 21, Dallas teaches a total of all of said plurality of delay times is less than 
said period of said clock (Table 2 on page 4, maximum delay for DS 1020- 15 is 48.25 ns; AC 
Electrical Characteristics on page 6, minimum clock width is 50 ns). 

As per claims 11, since Conn/Dallas teaches the apparatus of claim 1, Conn/Dallas 
teaches the claimed apparatus. 

As per claim 12, Conn teaches a method for programming a setup/hold window, 
comprising the steps of: 

(A) receiving a clock signal and a data signal having a first setup/hold window with 
respect to said clock signal (Fig. 1 5 via CLK pad 505 and I/O pad 220A); and 

(B) presenting a delayed data signal having a second setup/hold window with respect to 
said clock signal to a first input of a circuit and said clock signal to a second input of said circuit 
(via pins D and CLK of flip-flop 51 OA), wherein 

(i) a difference between said first setup/hold window and said second setup/hold 
window is configured in response to one or more of a plurality of delay times (Fig. 2, 
delay elements 240-246), and 

(ii) said plurality of delay times provides a user configurable delay of said second 
setup/hold window relative to a transition of a clock signal (Col. 5, lines 65-67). 
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However, while Conn teaches a sample absolute value of the delay times and that the delay times 
may be modified (Col. 3, lines 45-60), Conn is silent regarding the size of the delay times in 
comparison with the period of a clock signal. Dallas teaches a programmable delay in which 
each of said plurality of delay times is less than a period of a clock signal (Table 2 on page 4, 
maximum delay for DS1020-15 is 48.25 ns; AC Electrical Characteristics on page 6, minimum 
clock width is 50 ns). At the time of the invention, it would have been obvious to apply the 
details of Dallas' programmable delay to Conn's apparatus. A motivation for doing so would 
have been "to satisfy the requirements of a particular application" (Conn, Col. 3, lines 45-60). 

As per claim 13, Conn teaches storing said delayed data signal and presenting a data 
output signal in response to said clock signal (Fig. 1, at flip-flop 51 OA) 

As per claim 15, Conn teaches presenting a first signal (Fig. 2, at input node 230) in 
response to said data signal. 

As per claim 16, Conn teaches presenting one or more output delay signals response to 
said first signal (Fig. 2, from delay elements 240-246). 

As per claim 1 7, Conn teaches presenting receiving said one or more output delay signals 
and presenting said delayed data signal (Fig. 2, at multiplexer 250). 

As per claims 18-20, Conn teaches switching one or more output signals in response to a 
user configuration signal (Fig. 2, input terminals 235). 

7. Claims 4-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Conn/Dallas 
as applied to claim 1 above, and further in view of JEDEC Standard No. 8-6, "High Speed 
Transceiver Logic (HSTL) - A 1.5 V Output Buffer Supply Voltage Based Interface Standard for 
Digital Integrated Circuits", EIA/JESD8-6, August 1995 (hereinafter "JEDEC"). 
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As per claim 4, while Conn/Dallas teaches presenting a first signal in response to a data 
input, Conn/Dallas does not expressly teach that said first circuit further comprises an HSTL 
circuit. HSTL is one of multiple transmission logic specifications in common use. It would have 
been a matter of design to have the first circuit conform to the JEDEC standard. Therefore at the 
time of the invention, it would have been obvious to one of ordinary skill in the art to apply the 
JEDEC standard to Dallas's apparatus. 

As per claims 5-10, since Conn/Dallas teaches the method of claims 15-20, 
Con/Dallas/JEDEC teaches the claimed apparatus. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Albert Wang whose telephone number is 703-305-5385. The 
examiner can normally be reached on M-F (9:30 - 6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas C. Lee can be reached on 703-305-9717. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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